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Art Unit: 2162 

DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed on January 23, 2006 have been fully considered but 
they are not persuasive, 

2. Applicant argues that the examiner contends applicants inherently admits that 
determining or selecting an optimal one of plural file formats from which to begin a 
translation constitutes admitted prior art and the examiner clearly misconstrues 
applicant's disclosure. 

Examiner respectfully disagrees the allegations as argued. Examiner, in his 
previous office action, gave detail explanation of claimed limitation and pointed out 
exact locations in the cited prior art. 

Examiner is entitled to give claim limitations their broadest reasonable 
interpretation in light of the specification. 

Interpretation of Claims-Broadest Reasonable Interpretation 
During patent examination, the pending claims must be 'given the broadest 
reasonable interpretation consistent with the specification.' Applicant always has the 
opportunity to amend the claims during prosecussion and broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater, 162 USPQ 541,550-51 (CCPA 1969). 

In response to applicant's admitted prior art or background of the invention, 
the background of the invention ordinarily comprises two parts: (1 ) Field of the 
Invention: A statement of the field of art to which the invention pertains. 
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This statement may include a paraphrasing of the applicable U.S. patent classification 
definitions. The statement should be directed to the subject matter of the claimed 
invention. (2) Description of the related art including information disclosed under 37 
CFR 1 .97 and 37 CFR 1 ,98: A paragraph(s) describing to the extent practical the state 
of the prior art or other information disclosed known to the applicant , including 
references to specific prior art or other information where appropriate. Where 
applicable, the problems involved in the prior art or other information disclosed which 
are solved by the applicant's invention should be indicated. See also MPEP § 
608.01(a). §, 608.01 (p) and § 707.05(b). 

For the above reasons. Examiner believed that rejection of the last Office action 
was proper. 

r 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 - 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

U.S. Patent Number 5,608.874 issued to Stuart Ogawa et al. ("Ogawa") and in view of 

Applicants' Admitted Prior Art ("APA"). 
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With respect to claim 1 , Ogawa teaches a method for selecting a file format from 
a plurality of stored file formats for use in performing a translation from said selected file 
format to a requested file format (see Abstract), the method comprising the steps of: 

receiving a request for a data file in a requested format (column 34, lines 17 - 

19);. 

determining a file format from a plurality of stored files for use in performing said 
translation to said requested file format (column 2, lines 30 - 36 and lines 54 - 61 ); and 

translating the file format of said date file determined in said determining step to 
the requested file format (column 2, lines 54 - 61 and column 34, lines 60 - 64) and 

providing the requested file format to a user (examiner interprets as displaying to 
user; see also column 6, lines 46 - 48 and column 23, lines 14-18). 

Ogawa does not explicitly teach an optimal file fomnat from a plurality of stored 
file formats as claimed. 

APA discloses claimed optimal file format from a plurality of file format. APA 
discloses a requested data file exists within an enterprise in many different formats 
other than the requested format, ... for selecting the optimal version of a requested 
data file from which to perform the translation (see APA, 2"'' Paragraph of page 3). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention was made to combine APA with Ogawa to automatically understand what 
specific fonnat translations are needed for a specific data recipient, then to be able to 
automatically carry out such a translation regardless of what format the data was 
originally in. It would be desirable for a system to operate with minimal user interaction. 
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making it faster, cheaper, and more reliable tlian manual or semiautomatic performance 
of such tasks (column 2, lines 30 - 43; Ogawa). 

As to claims 2 and 3, Ogawa teaches all of the limitation as claimed except 
Ogawa does not explicitly teach minimizing data loss and minimizing file size as 
claimed, 

APA teaches claimed minimization and optimization by selecting the optimal 
version of a requested data file from which to perform the translation (see APA, 2"^ 
Paragraph of page 3). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention was made to combine APA with Ogawa to automatically understand what 
specific format translations are needed for a specific data recipient, then to be able to 
automatically carry out such a translation regardless of what format the data was 
originally in. It would be desirable for a system to operate with minimal user interaction, 
making it faster, cheaper, and more reliable than manual or semiautomatic performance 
of such tasks (column 2, lines 30 - 43; Ogawa). 

As to claim 4, determining step is based upon the requested file format and 
available stored file formats (column 34, lines 1 7 - 50). 

As to claim 5, wherein said determining step further includes the step of 
consulting an optimized list of file formats from which to perform said translation of said 
stored data file to the requested file format (Ogawa: column 16, lines 18-23; Note that 
the "Subscriber Translation Information" of Ogawa reads on an optimized list of file 
formats). 
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As to claim 6, said list is indexed by said requested file format (column 34, lines 
50-64). 

As to claim 7, said optimized list is consulted if the data file is stored in a plurality 
of formats (Ogawa: column 16, lines 18-23; Note that the "Subscriber Translation 
Information" of Ogawa reads on an optimized list of file formats and see also APA, 2"** 
Paragraph of page 3). 

As to claim 8, said consulting step further includes selecting one of said 
optimized list from a plurality of said optimized lists (Ogawa: column 16, lines 18-23; 
Note that the "Subscriber Translation Information" of Ogawa reads on an optimized list 
of file formats and see also APA, 2"*^ Paragraph of page 3). 

As to claim 9, ordering of said optimized lists is based on criterion regarding the 
translation to be performed on the stored data file (column 2, line 59 - column 3, line 4). 

As to claim 10, said criterion is defined by a received request for said data file 
(column 2, line 59 - column 3, line 4). 

As to claim 1 1 , accessing a portion of said optimized list ordered based upon the 
requested file format; determining whether one or more of said listed file formats exists 
as one of said stored file formats; and selecting from said optimized list the optimal file 
format that is determined to exist as a stored file format (a requested data file exists 
within an enterprise in many different formats other than the requested format, ... for 
selecting the optimal version of a requested data file from which to perform the 
translation (see APA, 2""^ Paragraph of page 3 and also Ogawa: column 16, lines 18 - 
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23; Note that the "Subscriber Translation Information" of Ogawa reads on an optimized 
list of file formats). 

The subject matter of claims 12-23 are rejected in the analysis above in claims 
1-11 and these claims are rejected on that basis. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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supervisor, John E. Breene can be reached on (571) 272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^ 




Shahid Al Alam 
Primary Examiner 
Art Unit 2162 



3 April 2006 



